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Patent Act of 2005

House Committee Print 
on April 14.

House Hearings on 
April 20 & 27.

Senate Hearing on 
April 25.

Major Provisions:
Patentability rules
“Inequitable conduct”
Post-grant opposition
Willful infringement
Prior user rights
Remedies limitations
Claiming limitations
Application publication
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Three Themes For ReformThree Themes For Reform

• Impossible to look at a patent and figure 
out whether it is valid or not.

• Impossible to litigate a patent against a 
determined adversary without huge costs.

• Impossible to take a rational business 
decision to challenge certain patents.
– Respect for patents has morphed into 

intimidation.
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What are the consensus objectives What are the consensus objectives 
for patent system reform?for patent system reform?

· Predictability in assessments of what inventions will be validly 
patentable. 

· Simplicity in the legal principles and concepts that underlie the 
system. 

· Reliability of U.S. Patent and Trademark Office determinations 
once made. 

· Stability in legal doctrines defining patent validity and 
enforceability. 

· Economy in the patent procurement and enforcement 
processes. 

· Promptness in final determinations of patentability and validity. 
· Fairness to all categories of inventors, whether individual 

inventors or inventors affiliated with either small or large entities. 
· Balance between providing strong protection for patentable 

innovations and preserving unfettered freedom to use 
unpatentable and unpatented subject matter.
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Reform must eliminate subjective, Reform must eliminate subjective, 
discoverydiscovery--intensive rules:intensive rules:

Inquiries totally removed from patent validity:
– What the inventor knew and when he knew it. 
– What the inventor contemplated and when those 

thoughts occurred. 
– What the inventor did to create the invention and 

when the inventor did it.
Validity inquiries remaining in the patent law:

– What the public knew and when the knowledge 
became public.

– What the patent teaches and how broadly the 
teachings can be applied.
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How will we know when patent law How will we know when patent law 
reforms have succeeded?reforms have succeeded?

A person of ordinary skill in the art with sufficient 
training in the patent law will be able to —

(1) pick up a patent or published application for 
patent, 

(2) read through it and its prosecution history,  
(3) compare the claims to readily accessible prior 

art, and  
(4) make a complete and certain determination of 

the validity of the claims.
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What are the What are the ““consensusconsensus”” areas for areas for 
needed reforms?needed reforms?

• First-inventor-to-file principle.
– Eliminate dependence on “invention dates.”
– Remove unnecessary “on sale” and other 

miscellaneous patent invalidity rules.
• Eliminate “best mode” requirement.
• Limit “inequitable conduct” defense to 

actual fraud (“but for” test); PTO referral.
• Publish all applications at 18 months.
• Permit filing by assignee.
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The The ““firstfirst--inventorinventor--toto--filefile”” rule:  Is it rule:  Is it 
now a consensus now a consensus ““best practicebest practice””??

• Endorsed as “best practice” by—
– American Bar Association
– American Intellectual Property Law Association
– National Academy of Sciences
– National Association of Manufacturers
– Intellectual Property Owners Association
– Biotechnology Industry Organization
– Federal Circuit Bar Association 
– Business Software Alliance and
– “Independent inventor” testimony dating back to 1967 

proposals to eliminate the first-to-invent rule.
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““Best practicesBest practices”” are predicate for are predicate for 
an effective postan effective post--grant oppositiongrant opposition——
• Create a 9-month opposition window in 

which any person can seek correction of 
any mistake made in issuing a patent.
– Preponderance of the evidence.
– 1-year/18-month statutory time limitation.
– Limited discovery.
– Estoppel only as to issues raised.
– Federal circuit appeal right.
– Opposer has “duty of candor and good faith.”
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Other proposed constraints on the Other proposed constraints on the 
rights of inventors.rights of inventors.

• Expand “prior user” rights.
• Limit “off-shore” infringement liability.
• Limit allegations of “willful 

infringement.”
• Eliminate any ability to broaden a 

claim after initial publication.
• Limit compensatory damages.
• Limit ability to stop infringement of a 

valid patent.
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ConclusionsConclusions

• Opportunity for a consensus on first-inventor-to-
file, inequitable conduct, and (9-month) post-
grant opposition reforms.

• Broad support for “willfulness” limitations; some 
support for prior user rights.

• Consensus yet to emerge on other elements of 
committee print.
– Injunction, compensatory damages, and broadening 

claim limitations have stirred enormous controversy.
– “Off-shore” infringement limitations are a lesser issue.
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